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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of application 
for patent in the United States. 

2. Claims 33-35 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Morita (US 20010026647). 

3. It is noted by examiner that as the preamble appears to be merely reciting 
"the use along with another game execution apparatus" which is currently not 
claimed in the body of the invention, and "a portable storage medium", which is 
not part of "a game execution apparatus" as described in claim 33. As such, the 
preamble is not given full patentable weight. 

4. It is further noted that the read unit would need to only be capable of 
operating such that it is capable of requesting such data from a portable storage 
medium, as the portable storage medium is not positively claimed. 

5. In re claim 33, Morita discloses 

• A read unit operable to request and acquire the second image data from the 
portable storage medium (paragraphs 57-66) 

• An acquisition unit operable to acquire a game program suited for use in the 
game execution apparatus (paragraphs 57-66) 
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• A game execution unit operable to execute a game in accordance witli tine 
acquired game program, generate an image from tine second image data and 
display the generated image in accordance witli progression of the game 
(paragraphs 57-66) 

6. In re claim 34, Morita discloses an output unit operable to output display 
information showing a display capacity of the game execution apparatus 
according to a request by the portable storage medium (paragraphs 57-66) 

7. In re claim 35, Morita discloses the output unit outputs, as the display 
information, a number of pixels of a display device in the game execution 
apparatus, a clock rate of a control unit in the game execution apparatus, or a 
data transfer rate of a bus in the game execution apparatus (as the portable 
device has a standard number of pixels, outputting a request for a low resolution 
is an effective output of a number of pixels. Even if this were not the case, it was 
well known in the art at the time the invention was made to output data related to 
data transfer, and It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to combine Morita with this well known 
technique in order to allow for more specific information to be given to the read 
unit. Furthermore, it is an obvious matter of design choice to output this specific 
information.) 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
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be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

9. Claims 36 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Morita in view of Smith et a! (US 2003190952). 

1 0. In re claims 36 and 37, Morita disclose the claimed invention except for 
acquiring permission information from an external server device, and a 
decryption key for decrypting the game which has been encrypted. 

1 1 . However, Smith discloses permission information from an external server 
device including a decryption key (paragraph 143, paragraph 151). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made 
to combine Morita with Smith in order to allow for a wider selection of games in a 
secure environment. 

Response to Arguments 

1 2. Applicant's arguments filed 3/21/1 1 have been fully considered but they 
are not persuasive. 

1 3. Applicant argues that the prior art does not include the structure required 
by the current claims. However, the structure of the system is not positively 
claimed. It is noted by the examiner that applicant has claimed an apparatus, not 
a system, and as such, only the apparatus is required for the claim limitation, and 
it only needs to be capable of performing the tasks described. For some portions 
of applicant's claims, the prior art is not even required to be capable of 
performing the tasks, as the tasks are described in the preamble and are not 
given full patentable weight. Furthermore, the apparatus of Morita discloses 
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acquiring data from a portable storage device (for example paragraph 52 states 
"a recording medium (memory card) in which a game program for a portable 
game machine is stored, and to the portable game machine 250.") Even if the 
another gaming apparatus were claimed in the body of the claims, the gaming 
apparatus would need to merely be capable of reading the current device, when 
the two sets of image data (low resolution and high resolution) were created on 
another gaming apparatus. As the original location of the data conversion is 
inconsequential to the gaming apparatus, this limitation would be met, even given 
this much narrower reading of the claims. 

Conclusion 

1 4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to THOMAS H. HENRY whose telephone 
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number is (571)270-3905. The examiner can normally be reached on M-F 9 AM 
-4 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Melba Bumgarner can be reached on 571-272-4709. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 

/Melba Bumgarner/ THOMAS H HENRY 

Supervisory Patent Examiner, Art Unit 3717 Examiner 

Art Unit 3717 



